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1)^ Responsive to communication(s) filed on 02 March 2004 . 
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9) D The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 02 March 2004 is/are: a)3 accepted or b)D objected to by the Examiner. 
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DETAILED ACTION 

1 . This office action is in response to communication filed on 03/02/2004. 

2. Claims 1-22 are presented for examination. 

Claim Rejections - 35 USC S 102 
The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless -(b) the invention was patented or described in a 
printed publication in this or a foreign country or in public use or on sale in this country, more than 
one year prior to the date of application for patent in the United States. 

3. Claims 1-3, 5, 6, 9, 11-14, and 22, are rejected under 102(b) as being 
anticipated by Mason et al. (Patent Number 6,401 ,075 hereinafter Mason). 

In reference to claims 1 and 1 1 , Mason teaches a computer program 
product and method of optimizing an advertising campaign on a computer 
network, the method comprising: delivering an advertisement to a client computer 
over a computer network (col. 2 lines 6-13 and col. 4 lines 20-25); automatically 
measuring an efficacy of the advertisement to generate a result (col. 2 lines 6-17 
and 39-45, col. 4 lines 20-57, and col. 6 lines 30-33); and automatically changing 
a characteristic of the advertisement based on the result (col. 2 lines 6-17, col. 4 
lines 57-67, and col. 6 lines 36-59). 

4. In reference to claim 2, Mason teaches the method wherein the computer 
network includes an Internet (col. 4 lines 9-19 and col. 5 lines 33 to col. 6 lines 
65). 

5. In reference to claims 3 and14. Mason teaches the computer program 
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product and method wherein the result is based at least on a click-through of the 
advertisement (col. 6 lines 36-51). 

6. In reference to claims 5 and 12, Mason teaches the computer program 
product and method wherein the characteristic comprises a trigger on when the 
advertisement is to be displayed (col. 6 lines 54-59). 

7. In reference to claims 6 and 13, Mason teaches the computer program 
product and method wherein the characteristic comprises an aesthetic feature of 
the advertisement (col. 6 lines 36-51). 

8. In reference to claim 9, Mason teaches the method wherein the 
advertisement is displayed in the client computer when a web browser in the 
client computer is pointed to a particular website (col. 4 lines 25-37 and 57-67). 

9. In reference to claims 22, Mason teaches a method of optimizing an 
advertising campaign, the method comprising: delivering a plurality of 
advertisements for a same product to a plurality of client computers (col. 4 lines 
54-67 and col. 6 lines 33-36); receiving data from client programs running and 
stored in the client computers; determining an efficacy of each of the 
advertisements based on the received data (col. 4 lines 20-53 and col. 6 lines 36- 
59); and automatically selecting an advertisement for the product based on the 
efficacy of the advertisements (col. 4 lines 54-67 and col. 6 lines 36-59). 

Claim Rejections - 35 USC S 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 




Application/Control Number: 10/790,892 
Art Unit: 3622 



Page 4 



(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

10. Claims 10, 16, 17, and 19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mason. 

In reference to claim 10, Mason teaches determining an efficacy of the 
first advertisement based at least on information including the end-user response 
to the first advertisement (col. 2 lines 6-17 and 39-45, col. 4 lines 20-57, and col. 
6 lines 30-33). Mason is silent about receiving data from a client program 
running and stored in the client computer. It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to receiving 
data specifically from a client program running and stored in the client computer 
as an obvious matter of design choice. Since this information is required to 
determine which advertisements to show to the user, it can be determined by the 
central server or by using for examples cookies on user terminals to record click 
throughs locally as both of the computing systems would serve the same function 
and achieve the same result of determining for example a click through rate for a 
given advertisement. 

11. In reference to claim 16, Mason teaches the a method of delivering 
advertisements over a computer network, the method comprising: delivering a 
first advertisement of an advertising campaign to a client computer (col. 2 lines 6- 
13 and col. 4 lines 20-25); receiving data being indicative of a user response to 
the first advertisement (col. 4 lines 20-53 and col. 6 lines 36-40); determining an 
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efficacy of the first advertisement based at least on information including the user 
response to the first advertisement (col. 2 lines 6-17 and 39-45, col. 4 lines 20- 
57, and col. 6 lines 30-33); and delivering a second advertisement of the 
advertising campaign to another client computer, the second advertisement 
being automatically selected based on the efficacy of the first advertisement (col. 
2 lines 6-17, col. 4 lines 57-67, and col. 6 lines 36-59). 

Mason is however silent about receiving data specifically from a client 
program running and stored in the client computer. It would have been obvious 
to one having ordinary skill in the art at the time the invention was made to 
receiving data specifically from a client program running and stored in the client 
computer as an obvious matter of design choice. Since this information is 
required to determine which advertisements to show to the user, it can be 
determined by the central server or by using for examples cookies on user 
terminals to record click throughs locally as both of the computing systems would 
serve the same function and achieve the same result of determining for example 
a click through rate for a given advertisement. 

12. In reference to claim 17, Mason teaches the computer program product 
and method wherein the result is based at least on a click-through of the 
advertisement (col. 6 lines 36-51). 

13. In reference to claim 19, Mason teaches the method wherein the first 
advertisement is delivered over an Internet (col. 4 lines 54-67). 

14. Claims 4, 7, 15, 18, 20, and 21 are rejected under U.S.C. 103(a) as being 
unpatentable over Mason in view of Official Notice. 
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In reference to claims 4, 15, and 18, Mason does not teach the computer 
program product and method wherein the efficacy relates to a conversion of the 
advertisement or the first advertisement. Official Notice is taken that it is old and 
well known to relate efficacy to a conversion of the advertisement or the first 
advertisement. For example, when a user clicks on a banner ad, the advertiser 
pays for that lead to the hosting company, and when the user subsequently 
makes a purchase from the advertiser’s website, the advertiser pays the hosting 
company additional commission due to the resulting sale, since the advertiser 
completed a sale as a direct result of the user clicking on that advertisement. It 
would have been obvious to a person of ordinary skill in the art at the time of the 
applicant's invention to relate efficacy to a conversion of the advertisement or the 
first advertisement to enable the hosting company to earn additional revenues 
from resulting sales by the users who click on the advertisements, and 
furthermore, by presenting a second advertisement relating to the first 
advertisement that already resulted in a sale (i.e. cell phone accessories 
advertisement can be shown if the user just purchased a cell phone by clicking 
the link for a cell phone company advertisement), the hosting company is 
providing a very relevant advertisement to the user that has an increased 
potential in leading to an additional conversion, since the product directly relates 
to the previously purchased product. 

15. In reference to claim 7, Mason does not teach the method wherein the 
aesthetic feature includes a presentation vehicle for displaying the 
advertisement. Official Notice is taken that it is old and well known to change the 
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presentation vehicle for displaying the advertisement. For example, advertisers 
who advertise on the Internet frequently change the presentations vehicles by 
displaying their product advertisement as a banner advertisement, as a pop-up 
advertisement, as a video, or as a picture within an article on a webpage as done 
by car manufacturers. It would have been obvious to a person of ordinary skill in 
the art at the time of the applicant's invention to use the aesthetic features of 
presentation vehicles to enable the advertisers to appeal to different users, to 
manage their budget by advertising in the more expensive presentation vehicles 
on some sites and in the less expensive presentation vehicles on the other sites, 
and to prevent the users from seeing the same format of the advertisement 
repeatedly. 

16. In reference to claim 20, Mason teaches the method wherein the first 
advertisement and the second advertisement are for a same product (col. 3 lines 
24-31, col. 4 lines 54-67, and col. 6 lines 36-51). Mason does not teach the 
method wherein the first and second advertisements are for the same products 
and have different presentation vehicles. Official Notice is taken that it is old and 
well known to change the presentation vehicle for displaying the advertisement. 
For example, advertisers who advertise on the Internet frequently change the 
presentations vehicles by displaying their product advertisement as a banner 
advertisement, as a pop-up advertisement, as a video, or as a picture within an 
article on a webpage as done by car manufacturers. It would have been obvious 
to a person of ordinary skill in the art at the time of the applicant's invention to 
use the aesthetic features of presentation vehicles to enable the advertisers to 
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appeal to different users, to manage their budget by advertising in the more 
expensive presentation vehicles on some sites and in the less expensive 
presentation vehicles on the other sites, and to prevent the users from seeing the 
same format of the advertisement repeatedly. 

17. In reference to claim 21 , Mason teaches the method wherein the first 
advertisement and the second advertisement are for a same product. Mason 
does not specifically teach the first and second advertisements for the same 
products having different processing triggers. Official Notice is taken that it is old 
and well known to have different processing triggers for two advertisements for 
the same product as done by advertisers on the Internet. For example, a car 
manufacturer may only want to pay to have 15,000 click throughs for a banner 
advertisement for a car, but the advertiser may only want to pay for having a 
video of the car for a time period of one hour on a specific day on a given site, 
since it might be more expensive to advertise using the video presentation 
medium on that particular website. It would have been obvious to a person of 
ordinary skill in the art at the time of the applicant's invention to have different 
processing triggers for two advertisements for the same product to enable the 
advertisers to manage their budget by advertising in the more expensive 
presentation vehicles such as videos on some sites for a period of time and in 
the less expensive presentation vehicles such as banner advertisements on the 
other sites based on the number of click throughs. 

18. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mason in view of the article titled, “Web ads get glitzy, savvy,” by Richard 
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Tedesco that was published on November 8, 1999 in Broadcasting & Cable on 
page 49 (hereinafter Tedesco). 

In reference to claim 8, Mason does not teach the method wherein the 
advertisement is displayed in a pop-up in the client computer. Tedesco teaches 
the method wherein the advertisement is displayed in a pop-up in the client 
computer (page 1 paragraphs 1, 7, and 12). It would have been obvious to a 
person of ordinary skill in the art at the time of the applicant's invention to modify 
Mason to include providing advertisements displayed in a pop-up on the client 
computer to increase interactivity with the user while still giving the users the 
option to click off the advertisement, move it elsewhere on the screen, and even 
minimize the advertisement for later interaction. 

Conclusion 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Namrata (Pinky) Boveja whose telephone 
number is 571-272-8105. The examiner can normally be reached on Mon-Fri, 
8;30 am to 5;00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
Examiner’s supervisor, Eric Stamber can be reached on 571-272-6724. The 
FAX number for the organization where this application or proceeding is 
assigned is 571 - 273 - 8300 . 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
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PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 1866-217-9197 (toll- 
free). 





